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Attorneysfor Petitioner
JOSEGUZMAN

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORETHE TRADEMARK AND APPEAL BOARD

JOSEGUZMAN, CANCELLATION NO. 92054452
REGISTRATIONNO. 3979438

Petitioner,
OPPOSITIONOF PETITIONERJOSE

vs. GUZMAN TO REGISTRANTS’ MOTION
TO AMEND REGISTRATIONNO. 3979438

JUAN VALDEZ SANCHEZ and
LEONEL CISNEROSAMAYA,

Registrants.

I. INTRODUCTION AND BACKGROUND

In this cancellationproceeding,PetitionerJoseGuzman(“Petitioner”) seeksto cancel

RegistrationNo. 3,979,438for the mark “La Senalde Tierra Caliente” for usein connectionwith

entertainmentservicesin the natureof live musicalperformances,live music concerts,and live

performancesby a musicalband. RegistrantsJuan ValdezSanchezand Leonel CisnerosAmaya

(“Registrants”)filed their applicationfor registrationon May 24, 2010. In connectionwith that

application,on February10, 2011 Registrantsfiled a Statementof Usethat claimeda first use

dateand firstusein commercedateof May 22, 2010. The U.S. PatentandTrademarkOffice

registeredthe mark on June14, 2011 (the “Registration”).



Petitionerfiled its applicationfor useof”La Senalde Tierra Caliente”on May 17, 2011

and filed the Petition for cancellationhereinon August30, 2011 (the “Petition”). In the Petition,

Petitionerallegesthat it hascontinuouslyused themark sinceMarch 3 1, 2005. On October11,

2011, Registrantansweredthe Petitionand fileda Motion to Amendthe Registrationto claim

thatRegistrantshaveusedthe mark at leastas early as2004 (the “Motion”). In the Motion,

Registrantsclaim that they submittedthe statementof usewithout assistanceof counseland

inadvertentlyclaimedthe datesof first useandfirst usein commerceasMay 22, 2010.

Petitioneropposesthe relief requestedin the Motion becauseRegistrantshavenot providedclear

and convincing evidenceof the purportedearlierfirst use date.Further,a decisionon the Motion

is prematureandshouldbe deferredto the endof this cancellationproceeding.

II. ARGUMENT

A. The MovingPartyHasNot ProvidedtheClearandConvincingEvidence

Requiredto AmendtheFirst UseDateof the Registration.

A changeof positionto earlierdatesof userequires enhancedsubstantiation.Hydro

Dynamics,Inc. v. GeorgePutnam& Co., Inc., 811 F.2d 1470, 1473 (FedCir. 1987) (holding that

whereapplicantseeksto provean earlierdatethanallegedin its applicationproofmustbe clear

and convincing).To succeedon the Motion, Registrantshave theburdento establishthe earlier

usedateby clearandconvincingevidence. Id. Registrantshavenot providedclearand

convincingevidencethat establishes thatthey haveusedthe mark as early as 2004. See, e.g.

HeleneCurtis Industries,Inc. v. SuaveShoeCorporation,13 U.S.P.Q.2d(BNA) 1618 at *10

(TrademarkTr. & App. Bd. 1989) (finding evidenceof shippinglabel usingtrademarkat earlier

time not sufficient to changedateof first use). To be clearandconvincing,proofof earlieruse

“must not be characterizedby contradiction,inconsistenciesor indefiniteness.” ThresholdTV,

Inc. v. MetronomeEnterprises,Inc., 96 U.S.P.Q.2d(BNA) 1031 at *4 (TrademarkTr. & App.

Bd. 2010).
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Registrantshavenot providedclearandconvincing evidenceto establishbonafide useof

the mark asearlyas 2004. In supportof their answerto the Petition,Registrantsfiled the

declarationsof HectorArambulaandJuanValdezSanchez(collectively, the “Declarations”).1

The Declarationscontainobjectionableevidencenot supportedby adequatepersonalknowledge

that is indefinite at best. First, the declarationof Juan ValdezSanchezdoesnot provideany

evidence,otherthanMr. Sanchez’sself-servingstatement, thatRegistrantsusedthe mark at least

asearly asNovember6, 2004. Mr. Sanchez’sstatementis indefinite regardinghow, when,

whereandhow frequentlyRegistrantsusedthe mark. Similarly, the declarationof Hector

Arambuladoes notprovideclearandconvincingevidenceof earlieruseof the mark. Mr.

Arambulaonly statesthathe wasthe “booking agent” for MonterreyArtist Inc. andthat in that

capacityhebookeda bandwith the name“La Senalde Tierra Caliente”to performat an eventon

November6, 2004. Mr. Arambula’sdeclarationdoesnot identify Registrantsasmembersof the

bandhe bookedto perform. Further,neitherthe contractnor the Declarationsestablishthat the

bandactuallyperformedat the eventin November2004. Basedon the foregoing,not only do the

Declarationsnot showthat the markwasactuallyusedin November2004, they do not even

establishpreciselywho purportedlyusedthe mark. Forthe foregoingreasons,the Declarations

arenot definiteanddo not provideclearandconvincing evidenceof the Registrants’bonafide

useof the mark as early asNovember2004. On this basis alone,the TrademarkTrial and

AppealBoard (the “Board”) shoulddenyRegistrants’ Motionin its entirety.

B. In the Alternative,the BoardShould Defera Decisionon theMotion to

AmendRegistrationUntil theEnd of this CancellationProceeding.

A registrationsubjectto a cancellationmay onlybe amendedwith the consentof the other

partiesandapprovalof the Boardor upon motiongrantedby the Board. 37 C.F.R. § 2.133

(2011). Generally,the Boardwill defera decisionon an unconsented motionto amend

UnderTrademarkRule 2.7 1(a), the Motion to Amend mustbe supportedby an affidavit or declaration. 37 C.F.R.
§ 2.71 (2011). For purposesof this Opposition, Petitionerwill considerthe Declarationfiled in supportof
Registrants’“Answer to the Petition” to also be the declarationsubmittedin supportof the Motion.
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registrationuntil a final decisionis reachedin the cancellationproceeding.TBMP 514.03(3d

ed. 2011);seealsoFort HowardPaperCo. v. G. V. GambinaInc., 4 U.S.P.Q.2d(BNA) 1552,

1554 (TrademarkTr. & App. Bd. 1987) (holding that it is the practiceof the Boardto defer

ruling on motionsto amendthe datesof first usein a registration applicationuntil after final

hearing). As here,the registrantsin ThresholdTV, Inc. asserted thatbecausethey prosecuted

their applicationfor registrationwithout the assistanceof trademarkcounsel,they did not

understandthe term “use”andinadvertentlysubmittedthe wrong first use datewith their

registration. 96 U.S.P.Q.2d(BNA) 1031 at *4• In that case,the Board deferredruling on the

motion to amenduntil the endof the action. Id. Here, the Boardcaneitherdenythe Motion at

this stage ordelaya decisionon the Motion until the conclusionof this actionto allow Petitioner

to takediscoveryandtestthe credibility of Registrants’purportedevidence.

An amendmentof the Registrationat this early stageof the cancellationproceeding would

providean unfair advantageto Registrantsandprejudicethe rights of Petitioner. Registrants

only filed their Motion becausePetitionernow seeksto cancelthe Registration. Registrants’

Motion is thereforesuspectandshouldbe suspendedto allow Petitionerto conduct discoveryto

explore whetherRegistrantsare attemptingto procurean earlierfirst usedatebasedon false

information. In fact, Petitioneris informedandbelievesthatRegistrantsdid not usethe

purportedRegistrationin 2004andwereusingthe name:“La Zanal Jalisciense”at that time.

Further,the testimonyandevidencerequiredfor a determinationin this cancellationactionis the

sameasthe evidencerequiredto rule on the Motion. Becausethe evidence presentedin support

of the Motion necessarilymustbe consistentwith the evidencepresentedat trial of this action,it

would be moreefficient for the Board to resolveboth issuesat the sametime. SeeFort Howard

PaperCo., 4 U.S.P.Q.2d(BNA) 1552, 1554 (holding that a motion to amendregistration“shall

be grantedonly if the proposedamendmentis establishedby, or is not inconsistentwith,

evidenceadducedduring the testimonyperiod”). For the foregoing reasons,the Board should

eitherdeny theMotion or defer rulingon the Motion until the endof this cancellationaction.
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III. CONCLUSION

The Board shoulddenythe Motion becauseRegistrantshavenot providedclearand

convincingevidenceto supportbonafide useof the Registrationin commerceas early as

November2004. The Declarationssubmittedin supportof the Motion areobjectionableand

wholly inadequate.At a minimum, the Boardshouldallow Petitionerto conductdiscovery

regardingthe Registrants’purportedearlieruse. For the foregoingreasons,the Boardshould

eitherdenythe Motion or deferruling on theMotion until resolutionof this action in its entirety.

DATED: October2D, 2011 FRIEDEMANN GOLDBERGLLP

By:_____
R NKL’D P. WARGO II
Attorneysfor Petitioner
JOSEGUZMAN
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